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DETAILED ACTION 
Specification 

The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: a few examples are on paragraph 0066, scanner 13, paragraph 
0073, digital copy machine 14, paragraph 0074, scanner 15. Corrected drawing 
sheets in compliance with 37 CFR 1 .121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. Each drawing 
sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1 .121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. 
The objection to the drawings will not be held in abeyance. 

The specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Allowable Subject Matter 
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Claims 24-33 are allowed. 

Claims 20 and 21 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claim 1 1 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claimed invention is a computer related invention. The Computer- 
Implemented Invention Guidelines issued by the U.S. Patent and Trademark 
Office describe the procedures for examining such inventions. 

The first step is to determine whether the invention as defined by the 
claims falls within one of the three following categories of unpatentable subject 
matter: (1) Functional descriptive material such as a data structure per se or a 
computer program per se, (2) Non-functional descriptive material such as music, 
literary works or pure data, embodied on a computer readable medium; or (3) A 
natural phenomenon such as energy or magnetism. The invention as defined by 
the claims is not a natural phenomenon or pure data, however, it is a computer 
program per se, which does not mount/store on any computer-readable medium; 
therefore, these claims are rejected for non-statutory basis. 
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Claim 1 1 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The program claimed is merely a set of 
instructions per se. Since the computer program is merely a set of instructions 
not embodied on a computer readable medium to realize the computer program 
functionality, the claimed subject matter is non-statutory. The examiner 
recommends the applicant to replace " program" with "computer executable 
instructions embodied on a computer readable medium" so it compliances with 
35 U.S.C. 101. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-16 and 34-38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Tabata et al (U.S. Patent No. 6,537,324) hereinafter Tabata. 

Regarding claim 1 , Tabata discloses a data processing device (fig. 1 , 
terminal equipment 70) connected to a server computer (fig. 1 , file server 20) via 
a network (fig. 1 , network) comprising: an image reader (fig. 1 , scanner 60) for 
obtaining an image data by reading a document image, wherein the document is 
printed based on a file published on the network by the server computer (col. 5, 



Application/Control Number: 10/076,365 Page 5 

Art Unit: 2624 

lines 40-41 , scanner is used to read the paper medium 201 ); an extracting 
means (fig. 1 , scanner 60) for extracting location information that indicates the 
location of the file from the image data (col. 5, lines 45-47, scanner 60 is used to 
read selection information and linkage information from the medium form 201); a 
transfer requesting means (fig. 1 , terminal equipment 70) for requesting the 
server computer to transfer the file based on the location information extracted by 
the extracting means (col. 5, lines 48-51 , terminal equipment 70 is used to 
retrieve appropriate correlated information file form the file server base on the 
extraction done by the scanner 60); a receiving means (fig. 1 , terminal equipment 
70) for receiving a file transferred by the server computer (col. 5, lines 51-53, file 
81 is retrieved by the network terminal equipment 70); and a transmitting means 
(fig. 13 server 20A) for transmitting the image data to a specific destination if it 
fails to obtain the file from the server computer based on the location information 
(col. 20, lines 53-62, a determination step is made as to whether the versions 
match each other—when the versions do not match the file server 20A transfer 
the updated medium form 301 to be outputted on the screen). 

Regarding claim 2, Tabata discloses a data processing device according 
to claim 1 , further comprising: a printer (fig. 1 , printer 80) for printing images 
based on image data, wherein the specific destination is the printer (col. 5, lines 
51-54, the printer 80 is used to print the file 81 on recording paper). 

Regarding claim 3, Tabata discloses a data processing device according 
to claim 1 , wherein the specific destination is another device (col. 5, lines 54-57, 
the output terminal 90 can be used to display the file 81 ). 
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Regarding claim 4, Tabata discloses a data processing device according 
to claim 1 , wherein the extracting means extracts the location information by 
applying a character recognition process to character images existing in a certain 
area of the image data (fig. 5 mark 51 , the marked area 51 is recognized by the 
scanner 60). 

Regarding claim 5, Tabata discloses a data processing device according 
to claim 1, wherein the location information is a URL (col. 10, line 46-50, URL is 
used as an address for each correlated information file). 

Regarding claims 6-1 1 the claims recite limitations that are similar and in 
the same scope of invention as to those in claims 1-5 above and combination 
thereof; therefore, claims 6-1 1 are rejected for the same rejection rationale/basis 
as described in claims 1-5. 

Regarding claim 12, Tabata discloses a data processing device (fig. 1, 
terminal equipment 70) connected to a server computer (fig. 1 , file server 20) via 
a network (fig. 1, network) comprising: an image reader (fig. 1, scanner 60) for 
obtaining a first image data by reading a document image (col. 5, lines 40-41 , 
scanner is used to read the paper medium 201), wherein the document is printed 
based on a file published on the network by the server computer; an extracting 
means (fig. 1 , scanner 60) for extracting location information that indicates the 
location of the file from the first image data (col. 5, lines 45-47, scanner 60 is 
used to read selection information and linkage information from the medium form 
201 ); a transfer requesting means (fig. 1 , terminal equipment 70) for requesting 

* 

the server computer to transfer the file based on the location information 
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extracted by the extracting means (col. 5, lines 48-51 , terminal equipment 70 is 
used to retrieve appropriate correlated information file from the file server base 
on the extraction done by the scanner 60); a receiving means (fig.1 , fig. 1 , 
terminal equipment 70) for receiving a file transferred by the server computer 
(col. 5, lines 51-53, file 81 is retrieved by the network terminal equipment 70); a 
data generating means (fig. 1 , printer 80, is used to print the file 81 which is 
retrieved from the file server 20) for generating a second image data based on 
the file received by the receiving means; a judging means (fig. 1 , file server 20) 
for judging whether the second image data agrees with the first image data (col. 
20, lines 44-45, determination is made as to whether the versions match each 
other or not as a result of verification between the version); and a notifying 
means (fig. 1 , file server 20) for notifying the user of the fact of the disagreement 
if it is judged by the judging means that the second image data does not agree 
with the first image data (col. 20, lines 52-55, file server sends a message 
notifying the user that the version do not match). 

Regarding claim 13, Tabata discloses a data processing device according 
to claim 12, wherein the notifying means further receives an instruction specifying 
either the first image data or the second image data by the user, and the data 
processing device is further comprising a printer for printing images based on 
image data and a transmitting means for transmitting the first image data or the 
second image data to the printer in accordance with the instruction by the user 
(col. 20, lines 59-62). 



Application/Control Number: 10/076,365 Page 8 

Art Unit: 2624 

Regarding claim 14, Tabata discloses a data processing device according 
to claim 12, wherein the notifying means further receives an instruction specifying 
either the first image data or the second image data by the user, and the data 
processing device is further comprising a transmitting means for transmitting the 
first image data or the second image data to another device in accordance with 
the instruction by the user (col. 20, lines 59-62). 

Regarding claim 15, Tabata discloses a data processing device according 
to claim 12, wherein the extracting means extracts the location information by 
applying a character recognition process to character images existing in a 
specific area of the first image data (fig. 5 mark 51 , the marked area 51 is 
recognized by the scanner 60). 

Regarding claim 16, Tabata discloses a data processing device according 
to claim 12, wherein the location information is a URL (col. 10, line 46-50, URL is 
used as an address for each correlated information file). 

Regarding claim 34, Tabata discloses a data processing device (fig. 1 , 
terminal equipment 70) connected to a server computer (fig. 1 , file server 20) via 
a network (fig. 1 , network) comprising: an image reader (fig 1 , scanner 60) for 
obtaining a first image data by reading a document image, wherein the document 
is printed based on a file published on the network by the server computer (col. 
5, lines 40-41 , scanner is used to read the paper medium 201 ); an extracting 
means (fig. 1 , scanner 60) for extracting location information that indicates the 
location of the file from the first image data (col. 5, lines 45-47, scanner 60 is 
used to read selection information and linkage information form the medium form 



Application/Control Number: 10/076,365 Page 9 

Art Unit: 2624 

201 ); a transfer requesting means (fig. 1 , terminal equipment 70) for requesting 
the server computer to transfer the file based on the location information 
extracted by the first extracting means (col. 5, lines 48-51 , terminal equipment 70 
is used to retrieve appropriate correlated information file from the file server 
based on the extraction done by the scanner 60); a receiving means for 
receiving a file transferred by the server computer (col. 5, lines 51-53, file 81 , is 
retrieved by the network terminal equipment 70); a data generating means for 
generating a second image data based on the file received by the receiving 
means (fig. 1 , printer 80, is used to print file 81 ); a judging means forjudging 
whether the document image is a color or monochromatic image based on the 
first image data (col. 7, lines 20 -30); and a transmitting means for transmitting 
the first image data to a specific destination if it is judged by the judging means 
that the document image is a color image, while transmitting the second image 
data to the specific destination if it is judged that the document image is a 
monochromatic image (col. 7, lines 20 -30, based on the type of file the correct 
print is need to output the document .i.e., monochromatic or color printer). 

Regarding claim 35, Tabata discloses a data processing device according 
to claim 34, further comprising: a printer for printing images based on image 
data, wherein the specific destination is the printer (fig. 1 , printer 80, is the 
specify printer for document 81 ). 

Regarding claim 36, Tabata disclose a data processing device according 
to claim 34, wherein the specific destination is another device (fig. 1 , printer 40 
can also be used to print document 81 ). 
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Regarding claim 37, Tabata discloses a data processing device according 
to claim 34, wherein the extracting means (fig. 1 , scanner 60, is used to OCR file 
201) extract the location information by applying a character recognition process 
to character images existing in a certain area of the first image data (fig. 5, mark 
51, the marked area 51 is recognized by the scanner 60) 

Regarding claim 38, Tabata discloses a data processing device according 
to claim 34, wherein the location information is a URL (col. 10, lines 46-50, URL 
is used as an address for each correlated information file). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 17-19 and 22-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tabata in view of Melen et al (U.S. Patent No. 6,263,121 ) 
hereinafter Melen. 

Regarding claim 17, Tabata discloses a data processing device (fig. 1, 
terminal equipment 70) connected to a server computer (fig. 1 , file server 20) via 
a network (fig. 1 , network) comprising: an image reader (fig. 1 , scanner 60) for 
obtaining a first image data by reading a document image (col. 5, lines 40-41 , 
scanner is used to read the paper medium 201 ), wherein the document is printed 
based on a file published on the network by the server computer; a first 
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extracting means (fig. 1 , scanner 60) for extracting location information that 
indicates the location of the file from the first image data (col. 5, lines 45-47, 
scanner 60 is used to read selection information and linkage information from the 
medium form 201); a receiving means (fig. 1, terminal equipment 70) for 
receiving a file transferred by the server computer (col. 5, lines 49-50, terminal 
equipment 70 is a retrieving unit for retrieving appropriate correlated information 
file from the file server); a storage device for storing the file received by the 
receiving means (fig. 1 , terminal equipment 70, is a computer therefore it is 
implicit that it has a some sort of magnetic or optic device to storage information 
or data); a transfer requesting means(fig. 1 , terminal equipment 70) for 
requesting the server computer to transfer the file based on the location 
information extracted by the extracting means (col. 5, lines 48-51 , terminal 
equipment 70 is used to retrieve appropriate correlated information file form the 
file server base on the extraction done by the scanner 60); a receiving means 
(fig.1 , fig. 1 , terminal equipment 70) for receiving a file transferred by the server 
computer (col. 5, lines 51-53, file 81 is retrieved by the network terminal 
equipment 70); a data generating means (fig. 1 , printer 80, is used to print the file 
81 which is retrieved from the file server 20) for generating a second image data 
based on the file received by the receiving means; a judging means (fig. 1 , file 
server 20) forjudging whether the second image data agrees with the first image 
data (col. 20, lines 44-45, determination is made as to whether the versions 
match each other or not as a result of verification between the version); and a 
notifying means (fig. 1 , file server 20) for notifying the user of the fact of the 
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disagreement if it is judged by the judging means that the second image data 
does not agree with the first image data (col. 20, lines 52-55, file server sends a 
message notifying the user that the version do not match). 

Tabata does not disclose expressly a second extracting means for 
extracting printing date that indicates the date when the document was printed 
from the first image data; a file retrieving means for retrieving a file that has the 
same location information as the location information extracted from the first 
image data and was received later than the printing date extracted from the first 
image data; and a data generating means for generating a second image data 
based on the file retrieved by the file retrieving means. 

Melen discloses a system for archiving and retrieving documents wherein 
the document is archive based on attributes (see fig. 3). Furthermore, Melen 
discloses that the retrieving of the document can be done based on a pointer file 
wherein the pointer file display to the user the dates of all the version of the 
document (see fig. 4). 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to modify the teaching of Tabata in view of Melen because 
by having a device that can extract the date of a document and display all of the 
version dates of that document to the user will ensure that the user can select the 
latest version to be printed. 

Regarding claim 18, the combination [Tabata] discloses a data processing 
device according to claim 17, further comprising: a printer for printing images 
based on image data (fig. 1 , printer 40); and a transmitting means (fig. 1 , file 
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server 20) for transmitting the second image data to the printer if the file 
retrieving means succeeds in retrieving the file, and transmitting the first image 
data to the printer if the file retrieving means fails in retrieving the file (it would be 
obvious to print the scanned document if the user can not retrieve the document 
via network). 

Regarding claim 19, the combination [Tabata] discloses a data processing 
device according to claim 17, further comprising: a transmitting means for 
transmitting the second image data to another device if the file retrieving means 
succeeds in retrieving the file (fig. 1 , the file server 20 can transmit the second 
image data to any printer such as printer 40 or printer 80), and transmitting the 
first image data to the another device if the file retrieving means fails in retrieving 
the file (it would be obvious to print the scanned document if the user can not 
retrieve the document via network, and that the scanner and the printer is two 
separate devices). 

Regarding claim 22, the combination [Melen] discloses a data processing 
device according to claim 17, wherein the first and second extracting means 
extract the location information and printing date respectively by applying a 
character recognition process to character images existing in a certain area of 
the first image data (fig. 3, the file 210, OCR to extract attributes such as date 
field). 

Regarding claim 23, the combination [Melen] discloses a data processing 
device according to claim 17, wherein the location information is a URL (col. 4, 
lines 20-25). 
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(571) 272-8569. The examiner can normally be reached on M-F (9:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David K. Moore can be reached on (571) 272-7437. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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